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DETAILED ACTION 

In view of the Amendment After Final filed on December 20, 2007, 

PROSECUTION IS HEREBY REOPENED. 

Allowable Subject Matter 

The indicated allowability of claims 33-46, 50-63, 78-86, 94-1 10, 1 1 1/94, 1 1 1/95, 
and 1 1 1/97 is withdrawn in view of the newly discovered reference(s) to Klimack et al., 
Colman, Yamazaki et al. and Asakura et al. Rejections based on the newly cited 
reference(s) follow. 

Election/Restrictions 

As stated in the Office Action Mailed on September 20, 2007, Applicant's elected 
Species A of Fig. 9 (Claims 33-86 and 98-1 1 1) without traverse in the reply filed on 
6/18/2007 has been acknowledged. Claims 94-97 are withdrawn. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 33-46, 78-86, and 1 1 1 is rejected under 35 U.S.C. 1 1 2, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 
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Claims 33-46 and 1 1 1 lack proper antecedents. The claims depend on upon 
claims which have been withdrawn from consideration. 

In claim 78, it is unclear what applicant refers to as "a second actuation unit" 
since there is no recitation of a first actuation unit. It is considered that only 1 actuation 
unit is needed. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 98, 99, 102, 105, 109, and 110 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Klimack et al. (U.S. Publication No. 2002/0108478). 

Kilmack et al. discloses a cutting device with a cutter 42, a clamping mechanism 
40, and a slide mechanism 164. The slide mechanism slides substantially parallel to 
the lengthwise direction of the substrate (Paragraph 128). A first actuation unit 166 
moves the slide mechanism 164 and consists of a variable speed electric motor 190. a 
second hydraulic actuation unit 86 controls the clamping mechanism. A controller 
controls the first and second actuation units (Paragraph 160). The can vary the speed 
of the slide mechanism 164 and also the force at which the blade cuts into a material 
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(Paragraph 160). A sensor is also associated with the device for detecting prescribed 
conditions during operation (Paragraph 111). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 50-63, 78-86 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Colman (U.S. Patent No. 6012660) in view of Asakura et al. (U.S. Patent No. 
6012660 and further in view of Yamazaki etal. (U.S. Patent No. 4271740). 

Colman discloses a substrate cutting device with a base formed from table 14 
and base 12. The table portion 14 of the base has a cutter 110 a cutter and a substrate 
cute extending though the table portion 14 of the base to position a substrate in contact 
with the cutter 110. It is disclosed that the surface 74 of the table 14 is recessed 
(Column 9, Lines 24-74) and is considered the chute. A tower 16 is coupled to the base 
having a lower surface containing a recess aligned with the chute and a clamping 
mechanism 60. The recess is considered to be where the clamping mechanism is 
received into tower 16. The cutter 1 10 is in a slide mechanism (Figure 4). An actuation 
unit is used to clamp the clamping mechanism and to rotate the clamping mechanism in 
order to shave the substrate. The actuation mechanism can be pneumatic or hydraulic 
(Column 15, Lines 44-49) and electric. The speed of rotation to cause shaving can be 
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varied. With regard to claims 78, and 81-86, the same actuation unit can be used to 
control the clamping pressure, which can also be varied. 

Colman fails to disclose the first actuation unit applying 600-900 lbs of force or 
700-800 lbs of force. However, it would have been obvious to one having ordinary skill 
in the art at the time the invention was made to construct the first actuation unit of 
Colman to apply a force of 600-900 or 700-800 lbs of force, since it has been held that 
where the general conditions of a claim are disclosed in the prior art, discovering the 
optimum or workable ranges involves only routine skill in the art. In re Aller, 105 USPQ 
233. Furthermore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to construct the second actuation unit of Colman. to 
apply a force of 1 50-250, since it has been held that where the general conditions of a 
claim are disclosed in the prior art, discovering the optimum or workable ranges 
involves only routine skill in the art. In re Aller, 105 USPQ 233. 

Colman fails to disclose that a computer controller is used for controlling the 
device and a sensor. Asakura et al. teaches a computer controller for controlling a 
cutting device and a sensor for receiving data (Column 6, Lines 42-55). It would have 
been obvious to one skilled in the art at the time the invention was made to construct 
the device of Colman with a computer controller and a sensor in view of Asakura et al . 
Using a known technique of a computer controller as taught by Asakura et al. would 
have been obvious to one skilled in the art. Furthermore, it is considered that only 
providing a computer as a controller requires ordinary skill in the art. 
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Colman and Asakura et al. fail to teach that the substrate remains fixed as the 
cutter moves relative to the substrate. Furthermore, Colman and Asakura et al. disclose 
the claimed invention except for the cutter is rotated a predetermined amount, a first 
actuation unit, and variably controlling the speed of the slide mechanism. Yamazaki et 
al. teaches a rotary cutting device in which the cutter moves relative to the substrate 
during a cutting stroke. (Column 3, Lines 28-34). The cutting device has a blade 23 on 
a slide mechanism. Yamazaki et al. also teaches that the speed of the slide mechanism 
can be variable (Column 6, Lines 30-34) and since the cutters are rotated, it is 
considered to have an actuation unit. It would have been obvious to one skilled in the 
art at the time the invention was made to construct the device of Colman as modified by 
Asakura et al. with the cutter moving relative to the substrate at a variable speed further 
in view of Yamazaki et al. Providing a rotary cutter with a cutter that moves relative to 
the substrate would have been obvious to one skilled in the art. In addition constructing 
the cutter to move with respect to the substrate in the device of Colman requires only 
reversing the function of the table 14 and the tower 16 which within the capability of one 
with ordinary skill in the art. 

Claims 103, 104, 106, 107, 108, and 110 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Klimack et al. (U.S. Publication No. 2002/0108478). 

With regard to claims 106 and 107, it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to construct the second 
actuation unit of Klimack et al. to apply a force of 150-250, since it has been held that 
where the general conditions of a claim are disclosed in the prior art, discovering the 
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optimum or workable ranges involves only routine skill in the art. In re Aller, 105 USPQ 
233. 

With regard to claims 103, 104, 108, and 110, it would have been an obvious 
matter of design choice to one skilled in the art at the time the invention was made to 
construct the first and second actuation units in a pneumatic for or an electric form, 
since applicant has not disclosed that such solve any stated problem or is anything 
more than one of numerous configurations a person ordinary skill in the art would find 
obvious for the purpose of providing an actuation unit. In re Dailey and Eilers, 149 
USPQ 47(1966). 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ANDREW YANG whose telephone number is (571)272- 
3472. The examiner can normally be reached on IFP. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eduardo Robert can be reached on 571-272-4719. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
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you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Andrew Yang/ 
Examiner, Art Unit 3733 
2/19/2008 

/Eduardo C. Robert/ 

Supervisory Patent Examiner, Art Unit 3733 



